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(1)

AN EXAMINATION OF SECTION 211 OF THE 
OMNIBUS APPROPRIATIONS ACT OF 1998 

TUESDAY, JULY 13, 2004 

UNITED STATES SENATE, 
COMMITTEE ON THE JUDICIARY, 

Washington, DC. 
The Committee met, pursuant to notice, at 2:03 p.m., in room 

SD–226, Dirksen Senate Office Building, Hon. Lindsey Graham, 
presiding. 

Present: Senators Graham, Kyl, Craig, and Leahy. 
Senator GRAHAM. The hearing will come to order. Thank you all 

for coming and attending today, and if it is okay with you, Senator 
Nelson, I will just delay my opening statement and allow you to 
make any remarks you would like and introduce anyone you would 
like. So with great pleasure, I recognize Senator Bill Nelson from 
Florida. 

STATEMENT OF HON. BILL NELSON, A U.S. SENATOR FROM 
THE STATE OF FLORIDA 

Senator NELSON. Thank you, Mr. Chairman. And I see I have 5 
minutes, but I will make it very quick. 

Senator GRAHAM. You can run over if you like. 
Senator NELSON. I will just get right to the point on the question 

of Section 211 and trying to make the fix that has been neces-
sitated as a result of groups on the international stage having 
made certain interpretations. 

The fix is basically so that if Castro had confiscated a trademark, 
that confiscated trademark would not be allowed to be used and 
sold in the United States. And that is the bottom line. And, of 
course, what we have is a series of personal experiences that will 
be told to the Committee where that has occurred. It is going to 
my pleasure—and it will be up to you as to the order that folks 
proceed, but at your pleasure, Mr. Chairman, Mr. Ramon 
Arechabala from Miami is going to tell you the personal and very 
sad story about when he and his family were forced to leave Cuba 
in 1960 and how they were forced to leave everything that his fam-
ily had built over the years because they confiscated and claimed 
ownership of his family’s business. 

Unfortunately, there are too many of those sad kind of tales, and 
now there are those who want to profit from that by taking those 
confiscated trademarks and using them in the sale of items in the 
United States. And I am here to tell you that this Senator, rep-
resenting a lot of constituents who have, in fact, had their property 
confiscated, this is a property rights issue, Mr. Chairman. This 
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technical fix that we need to make in Section 211 ought to be done. 
That is my position. 

Now, Senator Craig and I have a different position with regard 
to the embargo of Cuba. He is in favor of lifting the embargo. I am 
not. But that is not what this is. This is a property rights issue of 
confiscating property and who is the rightful owner of that prop-
erty, in this case trademarks. 

So that is what I am here to speak on, and I thank you for let-
ting me come and make my statement. 

Senator GRAHAM. Thank you very much, Senator Nelson. 
Senator NELSON. I am going to enter, if you do not mind, a series 

of letters from various Florida interests, in addition to Mr. 
Arechabala and his testimony. If I may enter this into the record, 
I sure would be appreciative. 

Senator GRAHAM. Absolutely, without objection. 
Senator NELSON. Thank you, Mr. Chairman. 
Senator GRAHAM. Thank you, Senator Nelson. 
Senator Craig, would you like to make a statement at this time? 

STATEMENT OF HON. LARRY E. CRAIG, A U.S. SENATOR FROM 
THE STATE OF IDAHO 

Senator CRAIG. I will make it briefly because I want to hear from 
those who are giving testimony. 

Bill, before you leave the room, Senator, I must tell you I totally 
agree with you. This is a property rights issue. It is nothing to do 
with lifting embargoes, and that is what we are here to discern. 

I voted for S. 211. I was here at the time of the happening, and 
I heard one side of the story. I have now reviewed international 
law and a failure to file a trademark and the trademark to expire 
and somebody else filing for it. And I do believe there is a legiti-
mate argument to be made on a property rights issue. And that is 
what I hope we can hear from today. 

I totally agree with you and the passion you expressed about con-
fiscation of property by Fidel Castro. That, in my opinion, is no 
longer the issue here. Clearly, he confiscated the physical prop-
erties of Havana Club. But the property right trademark resided 
in this country, not in Cuba. It was registered here. And it appears 
that the ability to re-register that with a $25 check did not happen. 
And years after that failure, the Cuban Government picked it up, 
some 3 or 4 years later. 

So our question is: How do we resolve this issue and still protect 
the hundreds of U.S.-based companies that have a legitimate con-
cern about their trademark? Do we tweak this? And if we do, are 
we in compliance with WTO, or as my legislation does, simply abol-
ishes 211? Because it now appears that I have fully examined the 
issue after having once voted for it. Some Senators find themselves 
in those positions over time when they look at the whole scope of 
the history, the issue and the law, to determine that my vote might 
have been ill-cast and that the legitimate position is the responsi-
bility of going forth with refiling and keeping your trademarks cur-
rent, and when they lapse they become anyone else’s property who 
wishes to pick them up. And, in fact, can you then reclaim legit-
imacy to a property right that you lost by what appears to be a le-
gitimate failure to act and a property right gained by someone else? 
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It is a property rights issue, and I am not sure whether we can 
clearly demonstrate that all today. But hopefully with our wit-
nesses and with testimony, we can move ourselves toward deter-
mining whether we can tweak 211 or, in fact, eliminate it alto-
gether. 

Thank you. 

STATEMENT OF HON. LINDSEY O. GRAHAM, A U.S. SENATOR 
FROM THE STATE OF SOUTH CAROLINA 

Senator GRAHAM. Thank you, Senator Craig. 
Ladies and gentlemen, I would like to welcome you to an exam-

ination of Section 211—that is a good lead-in—of the Omnibus Ap-
propriations Act of 1998. Today, we will examine the complex 
issues surrounding Cuban trademarks and their continued viability 
in the United States and international commerce. 

As most of you know, Congress enacted Section 211 of the Omni-
bus Appropriations Act of 1998 to effectively prohibit Cuban na-
tionals or their successors in interest from protecting certain trade-
marks or trade names in the United States. Under Section 211, un-
less the original owners have expressly consented, the United 
States Patent and Trademark Office is prohibited from accepting or 
renewing the registration of a trademark, trade name, or commer-
cial name confiscated by Fidel Castro’s regime during or after the 
1959 revolution. U.S. courts are also prohibited from considering or 
enforcing claims involving such trademarks. 

Section 211 was challenged by the European Community and the 
WTO as being inconsistent with U.S. obligations under WTO agree-
ments. A WTO panel issued a decision finding that Section 211 was 
inconsistent with certain WTO requirements in some respects, but 
was either not consistent in other respects or not proven to be in-
consistent in other respects by the European Community. I think 
that is what Senator Craig was trying to tell us. 

The European Community appealed the panel’s ruling, and the 
appellate body issued a decision which reversed the lower panel’s 
ruling in some respects. Essentially, the appellate body held that 
certain sections of Section 211 concerning court recognition or en-
forcement of trademark rights were inconsistent with U.S. respon-
sibilities regarding the national treatment of trademarks and other 
commercial registry information, which brings us to where we are 
today. 

There are currently two different approaches to bringing the laws 
into compliance. Senator Craig has described one. Senator Nelson 
has described the other. And with that said, I would like to intro-
duce our panelists now, and I will try not to butcher your names. 

Ms. Nancie Marzulla, please come forward. She is the president 
of Defenders of Property Rights, a national public interest legal 
foundation based here in D.C. 

Mr. William Reinsch—come forward, William—is the president of 
the National Foreign Trade Council based here in D.C. 

Mr. Arechabala—did I say it right, sir? Okay. Come forward. 
Thank you, sir. I think you have already been introduced. 

And Mr. Kenneth Germain and Mr. Bruce Lehman. 
Thank you all for coming and giving your time to the Committee, 

and if it is okay with Senator Craig, we will try to do 5-minute 
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statements to the Committee, and we will start with Ms. Marzulla 
and work our way—oh, I am sorry. I have got to swear you in. 
Would you please stand up and raise your right hand? Do you sol-
emnly swear that the testimony you are about to give to the Com-
mittee is the truth, the whole truth, and nothing but the truth, so 
help you God? 

Ms. MARZULLA. I do. 
Mr. REINSCH. I do. 
Mr. ARECHABALA. I do. 
Mr. GERMAIN. I do. 
Mr. LEHMAN. I do. 
Senator GRAHAM. Please take a seat. 
Now, with that being done, we will start with Ms. Marzulla. 

TESTIMONY OF NANCIE G. MARZULLA, PRESIDENT, 
DEFENDERS OF PROPERTY RIGHTS, WASHINGTON, D.C. 

Ms. MARZULLA. Well, thank you very much. It’s my pleasure to 
be here, and I am going to speak generally to the issue of the pro-
posed technical correction to Section 211 of the 1998 Omnibus Ap-
propriations Act. And from our perspective, these corrections, while 
they are small and very technical, are crucial because they give 
tangible expressions to this country’s unwavering support of indi-
vidual rights and liberty or property rights. And, therefore, to the 
extent that there’s any question in anyone’s mind as to which side 
Congress should err on, obviously it should be in support of prop-
erty rights. 

I’m here testifying as president of Defenders of Property Rights 
on behalf of the public interest. And Defenders was founded in 
1991, and we actively work to protect individual rights in the form 
of tangible and intangible property in the courts, in the market-
place of ideas, and, of course, here in Congress. 

And I’m especially pleased to be here testifying once again before 
the Senate Judiciary in support of the legislative proposal which, 
in our mind, will strengthen and enhance property rights protec-
tion. I have two points to make. 

First, S. 2373, which will amend Section 211 to comply with the 
World Trade Organization’s ruling, will forbid, as we heard earlier, 
recognition in the United States of trademarks unlawfully seized 
by Cuban officials. And that proposal is supported by a long and 
rich body of law. Federal courts have emphatically supported the 
notion that our courts will not give extraterritorial effect to a con-
fiscatory decree of a foreign state against its own citizens. Federal 
courts have refused to join in partnership with foreign tyrants who 
seize property ‘‘actuated by coercion and fear of political reprisals.’’ 

There’s a wonderful case out of the Second Circuit in which the 
Federal court reviewed the taking of a trademark following the 
communist takeover of Hungary, in which a company was national-
ized. And the Second Circuit said Hungary could not give its decree 
extraterritorial effect and thereby emasculate the public policy of 
the United States against confiscation. 

Likewise, Judge Wisdom of the Fifth Circuit in a case involving, 
again, Cuban seizure of trademarks associated with a brewery, 
said, ‘‘We hold that it is our duty to assess, as a matter of Federal 
law, the compatibility with the laws and policies of this country of 
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depriving the original owners of the Malta Cristal trademark of 
that property without compensating them for it. We conclude that 
such a deprivation without compensation would violate bedrock 
principles of this forum, embodied in the Fifth Amendment to the 
Constitution.’’ 

My second point is that although Federal courts have refused to 
recognize the validity of trademarks unlawfully seized in foreign 
countries, Section 211 is still needed. This is because—and we have 
seen this repeatedly—that reliance on litigation in Federal courts 
as the sole means to protect one’s property rights is unsatisfactory. 
It places an unfair burden on the property owner. Litigation to pro-
tect one’s property right is slow, arduous, and extremely expensive. 

Take, for example, the Fifth Circuit decision I just mentioned, 
the case I quoted from Judge Wisdom. In that case, the original 
owner of the trademark was forced to litigate for over a decade to 
protect his rights in this country. He eventually prevailed, but it 
took over a decade to accomplish this. He went up to the Fifth Cir-
cuit over three times litigating procedural issues and technical de-
fenses, all in an effort to protect his property rights. 

Likewise, I might underscore for this Committee that the same 
is true for property owners today who seek compensation for the 
unlawful taking of their property rights by their own government. 

Congress needs, this Committee needs to step up to the plate, 
enact laws that clearly direct Federal agencies—here it is the 
Trademark Office—to protect property rights and to protect the 
constitutional rights of our citizens. 

Thank you. 
[The prepared statement of Ms. Marzulla appears as a submis-

sion for the record.] 
Senator GRAHAM. Mr. Reinsch? 

TESTIMONY OF WILLIAM R. REINSCH, PRESIDENT, NATIONAL 
FOREIGN TRADE COUNCIL, WASHINGTON, D.C. 

Mr. REINSCH. Yes, thank you, Mr. Chairman. It is a pleasure to 
be here. I would like to ask, in addition to my full written state-
ment, if I could also insert a letter that a number of our members 
have written on this subject. 

Senator GRAHAM. Without objection. 
Mr. REINSCH. And one of a number of law review articles critical 

to Section 211. Not the whole book, Mr. Chairman. 
Senator GRAHAM. Without objection. 
Mr. REINSCH. Thank you for the opportunity to be here. I am 

here on behalf of the National Foreign Trade Council representing 
300 American companies who work and trade globally. Today, you 
are going to hear a story about the Havana Club trademark, and 
it is going to be a sad one, as Senator Nelson said, and it is going 
to tug at our emotions. 

My task is to try to take you beyond the politics and the emotion 
that surround this dispute between two companies and suggest 
that there are more fundamental issues that affect all of us here, 
both in the United States and around the globe. Those are: How 
do we protect the interests of thousands of American trademarks 
currently registered in Cuba? How do we ensure that the U.S. com-
plies with all of its international obligations? And most importantly 
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for this Committee, how do we ensure that our U.S. court system 
has the full authority to settle trademark disputes? 

That is why the NFTC supports S. 2002. It is the only way both 
to comply with WTO rules and to protect the interests of the more 
than 400 U.S. companies holding 5,000 trademarks in Cuba. In 
supporting S. 2002, which is Senator Craig’s bill, I want to make 
clear that the NFTC does not take a position on the specific trade-
mark dispute that underlies this issue. We believe it should be left 
to the courts and PTO to decide trademark disputes, and S. 2002, 
if enacted, would do precisely that, in contrast to the alternative 
proposal. 

The Committee is no doubt familiar with the history of Section 
211. Previously, both Senators have alluded to it, and I will not re-
peat it here. We believe that only full repeat of Section 211 will ad-
dress both the WTO violation that is at issue as well as remove any 
pretext for the Castro regime to retaliate against American compa-
nies because of our breach of obligations under the General Inter-
American Convention for Trademarks and Commercial Protection. 
S. 2002 would also ensure continued U.S. leadership on intellectual 
property issues through the establishment of heightened standards, 
while bringing the U.S. into compliance with all existing treaty ob-
ligations. 

S. 2373, in contrast, for the benefit of a single company, asks the 
Congress to make it more difficult for U.S. companies to enforce 
their trademarks and trade names, to keep U.S. companies exposed 
to the risk of retaliation, and to continue putting U.S. law at cross-
purposes with longstanding principles of U.S. trademark law and 
important intellectual property and trade policy objectives. 

The key point of our argument is that Section 211 violates the 
Inter-American Convention because it denies trademark registra-
tion and renewal on grounds other than those permitted by Article 
3 and because it also violates Articles 8, 9, 18, 29, and 30, and my 
written statement has a more detailed description of those prob-
lems. 

In the face of those violations of the Convention, customary inter-
national law permits a party to suspend the operation of the agree-
ment in whole or in part. U.S. Federal courts have recognized the 
Inter-American Convention as governing trademarks and trade 
name relations between the U.S. and Cuba. Its suspension will re-
sult in great uncertainty regarding the legal status of U.S. com-
pany trademarks in Cuba and, we believe, retaliation. Castro and 
his officials have on several occasions threatened to retaliate 
against the trademark rights of U.S. companies in Cuba. Whether 
he will do so is anyone’s guess. But given our members’ experience 
in South Africa and our country’s experience with Cuba over the 
past 40 years, we are reluctant to bet that Castro will simply 
choose to be nice to American companies. Indeed, why should we 
even consider taking that risk? 

The South Africa case is instructive. During the U.S. embargo 
there, U.S. companies were prohibited from paying the fees nec-
essary to file trademark applications. When the embargo ended, a 
number of companies, including Burger King, Toys R Us, 7–Eleven, 
and Victoria’s Secret, among others, discovered that their trade-
marks had been appropriated by unauthorized persons. Recovering 
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the rights to their trademarks necessitated lengthy and expensive 
litigation and attempts to encourage the South African Government 
to amend its law. 

Had we maintained consistent and predictable IP relations with 
South Africa during the embargo, which is what we are proposing 
to do with S. 2002 with respect to Cuba, it would have saved many 
companies a lot of money and a lot of time and a lot of loss of good 
will. 

The current administration’s Commission for Assistance to a 
Free Cuba has recognized exactly this problem, Mr. Chairman. In 
its May 6th report, the Commission recommended, ‘‘The U.S. Gov-
ernment should encourage a Cuban transition government to pro-
vide assurances that it will continue to uphold its obligations under 
intellectual property agreements. Doing so early in the process 
would be an incentive to foreign investment and thereby facilitate 
Cuba’s move to a free-market economy.’’ 

‘‘In the area of trademarks and patents, the U.S. Government 
should be prepared to assist a free Cuba to develop a modern 
trademark and patent registration mechanism and appropriate 
legal protections.’’ 

S. 2002 would do precisely that, and, Mr. Chairman, my full 
statement contains a description of the various provisions of the 
bill that would meet that standard. 

Finally, with respect to the larger point of U.S. intellectual prop-
erty leadership, let me simply say the United States has long been 
a leader in securing intellectual property rights globally, in part be-
cause we have the most to lose if they are poorly protected. Section 
211, in effect, we believe, tells the world that it is okay to limit 
trademark protection in certain obviously political circumstances. 
There are no doubt a lot of other countries who would welcome that 
message and would be happy to use it as an excuse to remove 
trademarks in situations that are politically important to them. 
That is not a message that we should be sending. 

Instead, I would urge the Committee to demonstrate its bedrock 
interest in secure protection of intellectual property rights by en-
suring the rule of law here at home and keeping inviolate access 
by all parties to a fair hearing in our courts. 

To conclude, Mr. Chairman, I would argue that the Committee 
has two clear choices before it: You can support S. 2373, which ad-
vances the commercial interests of a single Bermuda-based com-
pany, or you can support S. 2002, which will repeal Section 211 
and will protect the interests of thousands of American trademarks 
registered in Cuba, will restore the full authority of the U.S. court 
system to settle trademark disputes—which is where we believe it 
belongs—will bring the U.S. into compliance with all of its inter-
national treaty obligations, not only the WTO, and will, finally, 
preserve the U.S. leadership in the global protection of property 
rights. 

Thank you. 
[The prepared statement of Mr. Reinsch appears as a submission 

for the record.] 
Senator GRAHAM. Mr. Arechabala? 
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TESTIMONY OF RAMON ARECHABALA, MIAMI, FLORIDA 
Mr. ARECHABALA. Mr. Chairman, good afternoon. My name is 

Ramon Arechabala. I am here today to testify in support of Senate 
bill 2373. 

My great-grandfather, Jose Arechabala, was the founder of my 
company in Cuba in 1878, which made Arechabala and Havana 
Club rum. Castro, on December 31, 1959, at gunpoint, took all my 
assets and threw us out of the company and removed us from being 
able to go to work at the company. After a little while, I was doing 
some work in Havana, and every single time I was successful, he 
cut me down and took over. Finally, he threw me into jail, and I 
was released from jail on two conditions. He told me, ‘‘You do not 
belong to this society. Either you get the hell out of this country, 
or you are going to stay in jail with some cause that we will find 
for you.’’ 

So I left with my wife and my son for Spain. After I was in Spain 
for a little while, I came to Miami. I became an American citizen, 
and I have lived in Miami since 1967. 

My cousin, who was a lawyer of the company, was thrown in jail 
in Cuba, and he is still in Cuba right now, and he was the cor-
porate lawyer of the company, and he was the one that knew all 
about the assets and all about the registration of trademarks and 
about the whole thing. 

I attempted to raise money to make Havana Club rum in this 
country again, but I was unable to do it. I tried joint ventures. I 
went all over the place, and there was no way to do it. I even went 
to see Orfilio Pelaez at Bacardi in Nassau, Bahamas, and I told 
him about what I needed, and he says, ‘‘Well, let me think about 
it. I will let you know. I will get back to you.’’ A little while later, 
he did not get back to me, and I learned that he had got sick and 
he had died. 

So I tried some other joint ventures with some people from Santa 
Domingo, but they told me, ‘‘Ramon, no dice. We do not have 
enough money for that.’’ 

I talked to a lawyer in Miami, and he told me—I asked him, 
‘‘Can I renew the registration of Havana Club rum in the United 
States?’’ He said, ‘‘No way, unless you make the rum, you cannot 
register the brand.’’ I said, ‘‘Okay, forget it.’’ I was not going to de-
ceive the country saying, yes, I want to register the mark because 
I am making rum. It was not true. 

So I went back to Bacardi and talked to Juan Prado, and I told 
him what the situation was, and he helped me out. At the time I 
found out before then that Pernod-Ricard—I read it in the paper—
had signed a deal with Fidel Castro. I wrote a letter to Mr. Patrick 
Ricard and stated to him that Rum Havana Club belonged to my 
family, only to my family and myself, and we had never sold it to 
the Cuban Government, that he was doing something illegal from 
my point of view. No matter what, some days later, he made an 
offer to my family in Spain to buy the rights to distribute Havana 
Club rum all over the world. But it was ridiculously low, so they 
turned it down. 

When I was talking to Juan Prado, I told him, ‘‘Look, Juan, what 
we need is to make Havana Club rum in Miami, to promote it and 
sell it in the United States.’’ And he says, ‘‘Well, let me see what 
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we can do about this.’’ Finally, we made an agreement, and we 
hopefully would try to make some rum pretty soon. But the reason 
that—what happened to my family was wrong. We wanted to keep 
selling Havana Club rum, but we were prevented from doing so be-
cause of this confiscation of the distillery, this robbery of my dis-
tillery, my business in Cuba. Castro’s wrong to me and my family 
continues today because the Cuban/Pernod venture continues to 
trade off Havana Club’s reputation with a product that can never 
be the same Havana Club rum that we used to make. The govern-
ment stole my assets, my family heritage, and much of my chil-
dren’s future. Section 211 prevents that wrong from spreading into 
the United States, and its protection should not be denied because 
of the veiled threats made by Pernod on behalf of its partner, Cuba. 
Section 211 will protect my rights and the rights of other Cubans 
that are in the same situation. 

[The prepared statement of Mr. Arechabala appears as a submis-
sion for the record.] 

Senator GRAHAM. Thank you, sir. Thank you very much. 
Mr. Germain? 

TESTIMONY OF KENNETH B. GERMAIN, ADJUNCT PROFESSOR 
OF LAW, UNIVERSITY OF CINCINNATI, CINCINNATI, OHIO 

Mr. GERMAIN. Mr. Chairman and members of the Committee, my 
name is Kenneth Germain. I live in Cincinnati, Ohio, and I am a 
partner in the law firm of Thompson Hine LLP and an adjunct pro-
fessor at the University of Cincinnati College of Law. Thank you 
for the invitation to testify today at this hearing on Section 211. 
I have submitted a written statement and exhibits and ask that 
these be made part of the record. 

Since my first appearance before this Committee some 20 years 
ago, when I testified on the Trademark Clarification Act, my prac-
tice has focused on all aspects of trademark rights and on fair com-
petition. I publish and speak extensively, having been invited on 
more than a dozen occasions to speak to the U.S. Patent and 
Trademark Office and to the administrative law judges of the 
Trademark Trial and Appeal Board. I also have served in an expert 
witness capacity in civil cases involving a wide variety of trade-
mark and unfair competition issues. My qualifications and honors 
are further detailed in my resume, which is attached as Exhibit 1 
to my written statement. 

Very recently, I was retained by Collier Shannon Scott, PLLC, on 
behalf of Pernod-Ricard to serve in a neutral capacity, according to 
my typical practice as an expert witness in court cases. Aside from 
my usual compensation for work of this type, which is not depend-
ent in any way upon the outcome of the controversy, neither my 
law firm nor I have any other financial interest in this matter. I 
have never previously been retained by Collier Shannon Scott, 
PLLC, Pernod-Ricard, or any other company that, to my knowl-
edge, has taken a position on Section 211. 

I have listened attentively to the other presentations given today. 
I find myself moved by the injustices of the Cuban confiscation and 
concerned about some of the continuing international consequences 
and complexities. Although I am not here today to comment on the 
merits of the Havana Club trademark case now pending in the 
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courts, I am very concerned about the anomalous effects of Section 
211 on established policies and doctrines of U.S. trademark law 
pertaining to trademark abandonment. I have concluded that U.S. 
courts should not be foreclosed from assessing and applying the full 
range of U.S. trademark law, policies, and doctrines relating to 
abandonment. Therefore, I believe that Congress should repeal Sec-
tion 211, which S. 2002 would do. I also believe that Congress 
should not enact S. 2373 because it would leave Section 211 in 
place, albeit in amended form. Let me explain why. 

Under U.S. trademark law, marks can be abandoned. An aban-
doned mark no longer enjoys either substantive or procedural 
rights because, by definition, it is no longer a mark. Therefore, an 
abandoned mark is available for adoption and use by anyone else 
and for any purpose, even for use on the identical goods in connec-
tion with which it previously was used by the abandoning party. 

Courts considering abandonment typically take into account a 
wide range of factors which can include the intent of the purported 
owner and its acts and omissions with respect to the mark, as well 
as recognition of the mark by consumers in the marketplace. The 
effect of Section 211, as interpreted by the Second Circuit in its 
2000 Havana Club case was and is to oust abandonment in the 
specific context of U.S. rights purportedly held by Cuban entities 
from the normal critical role it has long played in U.S. trademark 
law. The Second Circuit reached this result by vaulting the term 
‘‘was used,’’ found in Section 211, over pre-existing and normal un-
derstandings of the term ‘‘is used,’’ as found in various places in 
American trademark law. 

Section 211 is inconsistent with the central requirement of bona 
fide commercial use for trademark protection. Specifically, Section 
211 precludes courts from considering whether a mark has been 
abandoned and thus no longer is eligible to be asserted to prevent 
third parties from acquiring rights in the mark. This gives rise to 
the anomaly of Section 211—deadwood marks interfering with the 
otherwise lawful adoption and use of similar or identical marks by 
others. Moreover, Section 211 runs counter to the longstanding 
trademark policy of permitting the courts to consider wide-ranging 
facts and circumstances in determining which party has superior 
rights to a mark. 

Repealing Section 211, as S. 2002 would do, would return to the 
courts the full authority to consider trademark abandonment in all 
disputes in which the issue arises. Because doing so would be con-
sistent with longstanding U.S. trademark law and related policy, I 
support repeal of Section 211. On the other hand, I oppose S. 2373 
because, by leaving Section 211 in place, albeit in amended form, 
S. 2373 would not return this authority to the courts. 

In closing, I would like to make clear that repeal of Section 211 
would not decide the question of who owns any particular mark, in-
cluding the Havana Club mark at issue in the Federal courts. 
Rather, repeal of Section 211 simply would enable the courts to 
consider the full range of legal and factual issues typically consid-
ered in determining which party has superior rights to a mark. 

Thank you for the opportunity to talk with you today. I would 
be happy to take any questions you may have about my testimony. 
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[The prepared statement of Mr. Germain appears as a submis-
sion for the record.] 

Senator GRAHAM. Thank you. 
Mr. Lehman? 

TESTIMONY OF BRUCE A. LEHMAN, FORMER ASSISTANT SEC-
RETARY OF COMMERCE AND COMMISSIONER OF PATENTS 
AND TRADEMARKS, WASHINGTON, D.C. 

Mr. LEHMAN. Thank you very much, Mr. Chairman, Members of 
the Committee. Thank you for the invitation to appear here today. 
I am Bruce Lehman, and I have been before this Committee on 
many occasions in an official capacity when I was actually serving 
in the same administration as Mr. Reinsch. But this is the second 
time that I have been actually asked to appear as a private citizen. 
The first was several years ago, actually before I went into my last 
round in Government, when Senator DeConcini was Chairman of 
the Intellectual Property Subcommittee and asked me to offer testi-
mony somewhat like this as an expert on an issue involving legisla-
tive patent term extensions. 

The views that I am expressing today are my own. They do not 
necessarily reflect those of any other member of the board of direc-
tors or any other person associated with the International Intellec-
tual Property Institute, of which I am chairman. The institute does 
not take positions on legislation. Further, I am not being and have 
not been compensated by any party for this testimony, nor am I 
representing any party in interest as an attorney or lobbyist or, for 
that matter, as an expert witness in a case, in this case or a re-
lated case. 

Now, during my tenure as President Clinton’s Commissioner of 
Patents and Trademarks from 1993 through 1998, I was often the 
U.S. Government’s point person on international negotiations on 
intellectual property rights. The United States’ negotiating position 
always was clear—and this carried through all the administration 
in modern times that I am familiar with—that piracy and confisca-
tion of intellectual property rights should be outlawed. And, indeed, 
that was the great accomplishment of the TRIPs Agreement, which 
was probably the greatest accomplishment of my life to be involved 
in negotiating that treaty. And so I believe to the core of my soul 
that intellectual property rights need to be respected, and it is very 
much in the interest of the United States. 

Now, we are dealing here with a situation, of course, in which 
the mark involved, the Havana Club mark, originally was con-
fiscated; it was taken without compensation by the Cuban Govern-
ment. And then we have a whole lot of litigation and various activi-
ties that have followed that, and you have heard something about 
that. But the point that I would like to make to you here first is 
why are we sitting here today. 

Well, we are sitting here because we have a WTO decision in a 
case brought by the European Union that challenged whether or 
not Section 211 of the Appropriations Act of 1998 was consistent 
with the TRIPs Agreement. 

Now, the interesting thing to me about the WTO decision was, 
for the most part—and, by the way, that is a 100-page-plus deci-
sion; I do not know if you have read it—that the WTO appellate 
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body did not disagree or find in noncompliance the fundamental 
thrust of Section 211. They really did not take exception to the pol-
icy of Section 211, which was to give non-recognition to these con-
fiscated marks. 

The WTO decision very narrowly suggested that the flaw in Sec-
tion 211 was that it violated the principle of national treatment be-
cause non-Cuban nationals were treated differently under Section 
211 than Cuban nationals. And that is an understandable thing, by 
the way, because if you read Section 211, it incorporates or ref-
erences back to our embargo law and regulations, and they are ob-
viously addressed to Cuba. So it was just really a drafting mistake. 

Now, if we do not pass any legislation to correct this, the U.S. 
will be in violation of the TRIPs Agreement and there will be retal-
iation. So Congress must act to correct this. But, clearly, the best 
way to act to correct it will be to make the very modest changes 
that are proposed in the Domenici bill, which really go to this Na-
tional treatment issue. It is as simple as that. 

Now, I have looked at the other bill, and I would want to, you 
know, indicate my respect for Senator Craig. But I really think 
that if that is the route that Congress wants to go, we have a very 
serious problem because I think that it is rife with many difficul-
ties and, indeed, might even in itself violate the TRIPs Agreement. 

Just one aspect, for example, of that bill that I am very troubled 
by is that it requires that we would create a registry of well-known 
marks in the United States that would have to be submitted in 
Cuba. Now, you know, this is an issue that came up in the negotia-
tion of the TRIPs Agreement and has come up since, because the 
TRIPs Agreement, one of the nice things about it is that it grants 
rights to well-known marks that we did not have before. And many 
countries, many developing countries particularly, have wanted us 
to say which marks are well-known marks, we have to have a reg-
istry. And we have generally resisted that because we want that 
to be determined on a case-by-case basis. So that is just one exam-
ple of the flaws—and I could go into others—in Section 211. 

So I really think, Mr. Chairman, that we really need to focus on 
why we are here. It is that we have a problem with the WTO panel 
decision that has to be corrected. The bill before you, Senator Do-
menici’s bill, corrects that. The other approaches would, I think, 
just get us into a lot more trouble. 

[The prepared statement of Mr. Lehman appears as a submission 
for the record.] 

Senator GRAHAM. Thank you very much. Thank you all for your 
testimony. 

Senator Kyl, would you like to make a statement at all? 
Senator KYL. No, Mr. Chairman. I came here to learn. 
Senator GRAHAM. Okay. Well, so did I. 
Our Ranking Member, Senator Leahy, would you like to make a 

statement or would you want to lead off in questions? 
Senator LEAHY. I will insert a statement, Mr. Chairman, and ba-

sically in that statement, I want to make sure that we are handling 
this issue carefully. The Section 211 provision we are examining 
did not go through the normal process. Usually, if things go 
through the normal process, it may look slow at first, but they 
come out better and you do not have to keep going back to them. 
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This provision was put in an appropriations bill under the radar. 
Most of us never got to see it. And I am afraid of what it might 
do, especially after WTO found that it violated the Agreement on 
Trade-Related Aspects of Intellectual Property Rights, it may have 
even further problems. That is why I objected when even more 
wanted to be done, I think it was the defense appropriations bill. 
So I am glad you are doing this. I am glad we are having a full 
hearing. If I am unable to stay, I will put my questions in the 
record because I do not see any provision moving until we have had 
a chance to actually get a lot of questions answered. And then we 
may well have legislation that should move. 

Senator GRAHAM. We will introduce your statement, without ob-
jection. 

[The prepared statement of Senator Leahy appears as a submis-
sion for the record.] 

Senator GRAHAM. Would you like to ask any questions now? 
Senator LEAHY. Well, Mr. Chairman, did you want to inquire? 
Senator GRAHAM. I will defer to you. 
Senator LEAHY. Well, I appreciate that. I appreciate that very 

much. 
My first question would be for Ms. Marzulla. In today’s edition 

of The Hill, your husband, who is also, as you know better than 
anybody else, general counsel to Defenders of Property Rights, stat-
ed that your organization has no knowledge of whom this bill helps 
or hurts. Would your opinion that you have already stated of S. 
2373 change if it turned out from study of this that U.S. trade-
marks in Cuba are put at risk? I believe there are about 5,000 U.S. 
trademarks in Cuba. Would your opinion change at all if it turned 
out that was the case? 

Ms. MARZULLA. Well, thank you, Senator Leahy. I have not 
read—I guess there was an article that was published this morn-
ing. I have not read it, so I do not know what it says. Based on 
your statement as to what he allegedly said, I guess that we are 
not aware of who the bill either protects or who it is designed to 
protect— 

Senator LEAHY. But my question was—let’s assume that it was 
a statement given by anybody. 

Ms. MARZULLA. Okay. 
Senator LEAHY. Would that statement be a valid one if it turned 

out that 5,000 U.S. trademarks in Cuba were put at risk? 
Ms. MARZULLA. Well, let me clarify, Senator, what our support 

is of this bill and what it means when I say we support this pro-
posal. 

I have read the portion of the WTO’s decision regarding Section 
211, and I understand what this proposal is designed to do, which 
is a very narrow, technical fix for a provision which purports to 
codify a principle which is well established in Federal law, and that 
principle is that Federal courts will not enforce the validity of a 
trademark that is in the United States that was confiscated by a 
tyrant abroad. 

So to the extent that you are suggesting that a tyrant in Cuba, 
Castro, is going to retaliate against American companies if we en-
force our constitutional principles here, I would say that would be 
horrible, that would be terrible, it would be unfortunate. But we in 
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this country must stand firm on the constitutional underpinnings 
upon which this country was founded. 

Senator LEAHY. Have we had any situations where a confiscated 
U.S. trademark was upheld by the courts prior to the passage of 
Section 211? 

Ms. MARZULLA. I do not know the answer to that question. 
Senator LEAHY. I was not able to find any. That is why I asked 

the question. 
Ms. MARZULLA. Are you saying are there cases before this deci-

sion? 
Senator LEAHY. Yes. 
Ms. MARZULLA. I am sorry. I misunderstood your question. There 

are cases throughout the century in which courts have upheld the 
validity of trademarks—or, excuse me, have not upheld the validity 
of trademarks that were confiscated elsewhere. 

Senator LEAHY. I am asking if you can think of any where they 
were upheld. In other words, you have a confiscated U.S. trade-
mark. Are there any situations that you are aware of prior to Sec-
tion 211 where that was upheld, that trademark was upheld by a 
U.S. court? 

Ms. MARZULLA. Yes. There are district courts that have upheld 
them. They have been reversed on appeal. Now, if there are district 
courts that have not been reversed on appeal, I do not know. I have 
not done that exhaustive of a survey. 

Senator LEAHY. So the appellate law, which, of course, would 
then control all the district courts within that circuit, has not 
upheld them? 

Ms. MARZULLA. Correct, but I will underscore the fact that I have 
not done an exhaustive survey of every decision. 

Senator LEAHY. I just could not find any, and so I just wanted 
to know if you have more expertise in this than I have. And as I 
said, I could not find any, but I just wanted to check. 

Mr. Reinsch, you say that Section 211 in S. 2373 violates the IAC 
and puts U.S. trademarks in danger of retaliatory action by Cuba. 
Some have said such a claim is inaccurate, that S. 2373 has been 
extensively vetted within the administration. Is the administration 
wrong to conclude S. 2373 would comply with the Inter-American 
Convention, in your opinion? 

Mr. REINSCH. My understanding is that they have not concluded 
that, Senator Leahy. I know in my conversations with the adminis-
tration, they have indicated that both bills would adequately deal 
with the WTO problem. Obviously repeal deals with it. And they 
have taken the position that S. 2373 would deal with the WTO 
problem. 

I am not aware that the administration has made a statement 
about compliance with the Inter-American Convention. 

Senator LEAHY. Mr. Chairman, I will just submit for the record 
one of the questions I will submit for everybody: Would a simple 
repeal of Section 211 solve the problem of WTO sanctions and po-
tential violations of IAC? And does S. 2372 solve the WTO prob-
lem? I would be delighted to have your answers because, like ev-
erybody else, I figure I am wrestling with this issue. 

Thank you. 
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Senator GRAHAM. Without objection, that question will be sub-
mitted, and everyone will have a chance to answer it. 

Senator LEAHY. Thank you for the courtesy. 
Senator GRAHAM. Senator Craig? 
Senator CRAIG. Mr. Chairman, thank you very much. 
In the process of all of this, probably Ramon Arechabala and I 

are the non-attorneys in the room and know less about this issue 
than most of you who have at least held yourselves out to be ex-
perts in the field, and we trust and respect that. But because I, like 
Senator Leahy, once voted one way—did you vote for 211, do you 
recall, Pat? 

Senator LEAHY. I did. 
Senator CRAIG. He did. I did. And as I began to examine the 

issue, it is very difficult for those of us who vote one way to look 
at something and decide maybe we voted wrong and ought to look 
at it a different way. And I have tried to do that to understand the 
issue. 

So, Nancie, what I would like to do, and Bill and Ramon and 
Kenneth and Bruce, is walk us through a timeline of events. That 
is how I think I can better understand this issue. And please feel 
free to interject as it relates to my misinterpretation or misunder-
standing of this issue. 

I also, in the art of full disclosure, will tell you that Nancie and 
her husband’s Defenders of Property Rights group, I have served 
as an adviser to, have worked very closely with them in the past, 
and as someone who is a staunch defender of property rights, I do 
not take second place to that. I probably do not take second place 
to the anger and the emotion of a dictator and revolution and a 
confiscation of private property, as I am sure my colleagues both 
to my right and left do and agree with me on. 

So what I would like to do to try to understand this—and, again, 
we are talking about fine-tuning versus repealing and what best 
fits the protection of property rights, not only universally, but I 
have to be a bit parochial and say U.S. company property rights 
in compliance with the WTO and other international trade organi-
zations and/or conventions. 

It is 1959, and Castro takes over Cuba under a revolution, and 
Mr. Arechabala has just expressed that by December 31 of 1959— 

Mr. ARECHABALA. That is correct, sir. 
Senator CRAIG. —he was kicked out of his company, thrown out, 

taken over by a communist government. That is 1959. In 1960, offi-
cially, the Cuban Government takes over Havana Club. 

In 1973, 14 years later, the Arechabala family fails to renew 
claim to Havana Club trademark with the U.S. Patent and Trade-
mark Office, as required, and that is a letter of intent and a $25 
check to re-register. That did not occur, 14 years later. To our 
knowledge, Castro had not tried at that time to lay claim or any 
time during that 14-year period to the trademark. He had con-
fiscated the property, the production unit, but he had not gone 
after the trademark. He had confiscated the property, the produc-
tion unit, but he had not gone after the trademark. In fact, it was 
not until 17 years later, 3 years after the abandonment—and that 
is what it has to be called because that is what is called inside the 
system and legally. In 1976, the Havana Club trademark registered 
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with the Patent and Trademark Office by Cuba Export, a Cuban 
state enterprise, 17 years after the taking of the property, does 
Cuba go after the trademark that had been abandoned and claims 
it. And then part of the rest of it is history, but in 1993, you have 
got a French company who develops a relationship with the Cuban 
enterprise, works its way down through it, and then you have got 
the Bacardi family attempting to market the U.S. rum made in Ba-
hamas under the Havana Club label. And then it gets into the 
courts, and while it is in the court, the Senators from Florida intro-
duce 211 into an appropriation bill, and I vote for it. And that 
stopped the court action at that time because the Congress has spo-
ken specifically and only to this entity. To our knowledge, it had 
no impact on any other U.S. company. In fact, this was not even 
a U.S. company. Bacardi is registered in the Bahamas. We are not 
dealing with a U.S. company here. To our knowledge, S. 211 does 
nothing for any U.S.-based company. 

Now, if I am wrong, please feel free to interject when I have fi-
nalized here. To our knowledge today, we are speaking of an entity, 
not U.S. companies. In fact, that is why U.S. companies are coming 
out and saying, wait a moment, here, protect us, make sure we are 
in compliance so that our trademarks and rights are protected. 
And, of course, I think you, Mr. Lehman, mentioned that in 1990, 
2000, a U.S. district court judge rules that Section 211 prevents 
her ruling in the French and Havana Club joint venture, and Ba-
cardi wins the lawsuit in that instance. And you were mentioning 
how the law was tweaked with ‘‘was used’’ versus ‘‘is used.’’ 

Am I right in my assumption that obviously a dastardly deed 
was done to this family? No question about it. Confiscation of prop-
erty in revolution. But I also am told and my research reflects—
and here I get a little critical of your family, sir—its failure to 
honor and register and keep current trademarks. I am told that 
Havana Club, the trademark registrations for Havana Club in 
Spain and the Dominican Republic were allowed to expire in 1955. 
That is 5 years before the Cuban Government nationalized the 
company in Cuba. There was an appearance of a failure to do due 
diligence all the way through here, and now we have 14 years after 
the confiscation of property an abandonment, and 17 years later 
the non-entity, if you will, the new entity coming in and registering 
and claiming the trademark. In other words, here, Nancie, we are 
talking property rights. And while none of us here will agree that 
Fidel Castro should have done what he did and all of us are an-
gered, and for 40 years we have been angered by the fact that he 
confiscated or stole property under the name of a Cuban com-
munist government, the record demonstrates to me that he did not 
come after the property rights that we control or claim on behalf 
of a company until well after they were abandoned and, therefore, 
it appears legitimately claimed them with a $25 check. 

Where am I wrong in that timeline and scenario as it relates to 
what this is and what it is not? I knew what it was told to me to 
be when I voted for 211. What I have read and researched is the 
rest of the story. Am I accurate or am I inaccurate? Kenneth? 

Mr. GERMAIN. Thank you, Senator. 
Senator CRAIG. Turn your mike on if you would, please. 

VerDate 0ct 09 2002 12:44 Jun 03, 2008 Jkt 042491 PO 00000 Frm 00020 Fmt 6633 Sfmt 6633 S:\GPO\HEARINGS\42491.TXT SJUD1 PsN: CMORC



17

Mr. GERMAIN. Thank you, Senator. I do not think you are wrong, 
and I also do not think that the focus should be on the failure of 
the Arechabala family to file a document and pay a small U.S. PTO 
fee, although that was a significant non-action. 

Senator CRAIG. But doesn’t that determine abandonment versus 
non-abandonment? 

Mr. GERMAIN. It does determine whether the registration was 
abandoned, and, clearly, the registration was abandoned. It could 
have been continued on the basis of excusable non-use in the 
United States with a proper declaration and the payment of the ap-
propriate fee, which was not very much. 

But the more important thing from my perspective is: Was there 
truly a mark in the United States, a Havana Club mark, at that 
time? And I answer that question in the negative. The reason for 
that is that trademark law fundamentally is common law. At bot-
tom, it is based on use in a marketplace. 

Now, they had been using this mark in the marketplace, in the 
United States marketplace, before the confiscation occurred. Then 
it stopped. Now, when a mark no longer is in use, you lose it, espe-
cially if it goes on that way for many years such that the market-
place probably forgets that that mark is a mark, was a mark. It 
is not anymore. 

So what happened here is for many years this family allowed its 
registrations in various countries to lapse, made few, if any, efforts 
to bring this mark back into existence in the United States— 

Senator CRAIG. We did hear by Mr. Arechabala’s testimony that 
there was an effort personally on his part to get something going 
again. 

Mr. GERMAIN. Right, but the law of trademark use does not rec-
ognize back-door, back-seat, back-room efforts, deals that do not 
happen, that do not occur in the marketplace. It only recognizes 
what really happens in the marketplace. And after that registra-
tion lapsed, then the other company came forward and filed a per-
fectly legitimate application using Section 44 of the Lanham Act, 
not based on U.S. use but based on registrations elsewhere, re-
ceived the registration; and although it could not sell Havana Club 
rum in the United States either, when it came time for that reg-
istration to have what we call the 6-year affidavit filed, it filed it 
on the basis of excusable non-use. It did things right. It did the 
most it could do to create a trademark or trademark rights in the 
United States at that time. 

Senator CRAIG. Okay. Mr. Lehman? 
Mr. LEHMAN. Senator, you asked about the timeline, and you 

specifically referred—I think a lot of your concerns went back to 
the 1976 registration by Cuba Export of the Havana Club mark in 
the U.S. PTO. 

Senator CRAIG. Well, my first concern was: Was there a legit-
imacy of the argument of abandonment of the mark? 

Mr. LEHMAN. Yes, there is a legitimacy of the argument of aban-
donment. 

Senator CRAIG. Then you talked about the need to demonstrate 
its activity and all of that in a market. 

Mr. LEHMAN. It is very clear that there was a problem with 
abandonment of the original Havana Club mark. But I think that 
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you have to look at the circumstances there. I think the secretary 
of the company was in jail for 10 years under Mr. Castro. It was 
kind of hard to carry out some of the business activities. But I 
think the real issue here—I want to say something about the PTO 
here. The PTO did indeed register this mark in 1976 for Cuba Ex-
port. But when the PTO registers marks, it does not look into 
things like is the mark a confiscated mark, does it violate the em-
bargo regulations, and so on and so forth. All it looks at is really 
the question of whether the trademark standards have been met. 
In other words, is this a mark that is not confusingly similar with 
another mark and so on and so forth? It does not make any judg-
ments about the veracity of the ownership of the mark. And that 
is really what is at issue here. 

Senator CRAIG. Is it required to? 
Mr. LEHMAN. No, it is not. But that is—it is not, and that is real-

ly what is at issue here, and that is really what the policy of Sec-
tion 211 was. Now, you know, maybe there is— 

Senator CRAIG. Well, let me ask this, then, Mr. Lehman: Is it im-
portant that they determine whether the mark is currently reg-
istered and/or abandoned before they would issue it to someone 
else? Did they have to do due diligence there? 

Mr. LEHMAN. Well, obviously, had the original Arechabala mark 
still been in effect, then they would not have been able to give the 
mark to Cuba Export, absolutely. The point is they did give it to 
Cuba Export, and the policy of Section 211 that we are dealing 
with is: Should Cuba Export or any Cuban company have a mark 
or be able to transfer the rights to a mark that was confiscated? 
And that is the policy of Section 211, and I happen personally to 
agree very strongly with that policy because that is the very cen-
tral policy of U.S. intellectual property trade diplomacy for the last 
20 years, and it is embodied in the TRIPs Agreement. 

I want to just say a word here about—because it goes to this very 
question. Mr. Reinsch said we are here for one company. That is 
not true. There are two companies involved. There is Pernod-Ricard 
and there is Bacardi. Pernod-Ricard derives its rights from a 
Cuban confiscation, from a Cuban company, which, as we just 
heard Mr. Germain said, cannot even sell or use the mark in this 
country because we have a public policy against permitting them 
to do so. And so are we to let Pernod-Ricard do so? 

Now, the WTO looked at this. They looked at that policy, the 
very policy that I just described, and they said that policy is TRIPs-
consistent. The only problem with Section 211, the only problem is 
that it treats Cuban nationals different from non-Cuban nationals, 
and that is the correction that is made in the legislation before you. 

Were you to adopt the position that Senator DeConcini just—I 
mean Senator Leahy. Sorry, I am still back in the old days—that 
Senator Leahy just enunciated and, that is, repeal Section 211, I 
am afraid you would send a terrible message to the TRIPs Council, 
to WTO, to everybody else, that, you know, a policy which they had 
approved of we are all of a sudden abandoning, and we are saying 
that it is okay to trade in confiscated stolen marks. 

Senator CRAIG. Well, Mr. Chairman, you have been very lenient 
with time here. Let me only comment. I appreciate the passion that 
Mr. Lehman brings 38 years after the fact, 14 years, 17 years after 
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the fact. Now, there has to be a period of time of reasonableness 
here. You know, my passion and yours would be the same and is 
the same as it relates to confiscated properties, especially if the 
confiscating government comes immediately after the mark or at-
tempts to immediately justify it. They clearly waited until it was 
well expired before they moved. 

Now, my point is, I guess, can I draw the same passion at that 
point? Does there need to be a consistency? Or are we, by repealing 
211, denying the very thing that Nancie spoke of earlier, that we 
go after tyrants, we do not recognize tyrants. Now we are 38 years 
later, and the question is at hand. That is what we have got to deal 
with here. 

Thank you, Mr. Chairman. Anyone else who wishes to comment, 
I will reserve my time and come back to them. 

Senator GRAHAM. Thank you. I am going to have to leave at 
about quarter after, and it is probably to be continued. 

Senator Craig, your knowledge of this far exceeds mine. It has 
nothing to do with going to law school. You obviously have done 
your homework. And I am a very novice lawyer when it comes to 
trademark law, so I have been trying to listen to this, and I have 
a bias, obviously. I am not a big fan of Fidel Castro. That is a bias. 
But I do respect the rule of law. 

It seems to me that the equities of the situation, you know, we 
are having a mini-trial about what abandonment is. The best place 
to probably have a trial is in court, not here. I think that is what 
you are trying to tell us. 

Mr. REINSCH. Exactly, Mr. Chairman. 
Senator GRAHAM. However, from a public policy point of view, 

there is an equitable scenario that has to be dealt with. Basically, 
does Fidel Castro deserve protection of the rule of law after he 
originally created a scenario where he could care less about the 
law? Because basically he is deriving benefit from the abandon-
ment law, and the way that this all came about is that he took 
your property by the force of a gun. And I do not know as a judge 
how I would rule on that, but as a policymaker, I have a very hard 
time looking at the law of abandonment in this case as you would 
in any other case, simply because what got the Arechabala family 
into the situation was somebody who took the law into their own 
hands. 

My question to you, Mr. Reinsch, is: For 6 years, Section 211 was 
the law of the land here. Did Mr. Castro during that 6 years ever 
use it to retaliate against an American company? 

Mr. REINSCH. He has not yet. He has threatened to do so person-
ally, as I recall on at least one occasion, and some other of his min-
ions have done so on other occasions. Our belief is that he is wait-
ing for the outcome of this issue. It has been apparent, as you prob-
ably know, Mr. Chairman, that when the WTO made its decision, 
it has regularly provided for 6-month periods for us to comply, and 
it has regularly extended those periods for the last several years. 
Each time there is a little debate at the WTO over the extension. 
It has been apparent each time that the Cuban Government is 
watching this process very closely and has been— 

Senator GRAHAM. Do you agree with the statement that Mr. Leh-
man made that the WTO and their ruling upheld the concept that 
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it is lawful to not let a country or regime benefit from seizing prop-
erty legally? 

Mr. REINSCH. Well, I have looked at the ruling. I am also not a 
lawyer, I should say to Senator Craig, so I am at a disadvantage 
vis-a-vis Bruce. My interpretation of the ruling has been to look at 
it from the other point of view. What they found was that we were 
in violation of the most fundamental WTO principle, which is the 
principle of national treatment. What they found was that we were 
discriminating against different classes of people. 

Senator GRAHAM. Right, but he has given a reason for that. 
Mr. Germain, you represent the French company—what is the 

name of the company? 
Mr. GERMAIN. I do not represent that company. Pernod-Ricard. 
Senator GRAHAM. Okay, I am sorry. I thought you did. Did you 

testify on their behalf? Did I miss something there? 
Mr. GERMAIN. Yes, there is a difference, Senator. 
Senator GRAHAM. Okay, truly a difference. I am not saying you— 
Mr. GERMAIN. Yes. I am testifying as an expert witness— 
Senator GRAHAM. I do not want to even associate you with a com-

pany if you are not. And it is okay to testify. I am a lawyer. I like 
people who give testimony. That is a good thing. 

Did the company try to buy anything from Mr. Arechabala? 
Mr. GERMAIN. I understand at one point from what he said that 

Pernod-Ricard did approach him and his company and tried to buy 
some rights. 

Senator GRAHAM. What rights were they trying to buy, if he had 
none? 

Mr. GERMAIN. Oh, it is not that unusual for a company that 
wants to have a trademark and have it free and clear and without 
problems to seek to buy whatever rights might possibly exist some-
where. 

Senator GRAHAM. Do you know how much they were going to pay 
for those rights? 

Mr. GERMAIN. No, I do not. 
Senator GRAHAM. Okay. Mr. Lehman, do you stand by your state-

ment that the WTO’s ruling upholds the concept that it is legal to 
make sure a regime does not benefit from confiscating trademarks? 

Mr. LEHMAN. The WTO ruling is that the U.S. policy in that re-
gard is consistent with the TRIPs Agreement, and Mr. Reinsch 
himself pointed out that the only defect in Section 211 is its dif-
ferent treatment of different nationals. It is a very technical, very 
narrow thing, and that is what is addressed in the legislation be-
fore you. 

Senator GRAHAM. Now to the issue of abandonment. 
Mr. REINSCH. May I say something about that, Mr. Chairman? 
Senator GRAHAM. Yes, you may. 
Mr. REINSCH. I would just encourage you to go back to something 

else I said. I think the real issue here is not how to solve the WTO 
problem. The real issue is how to solve the Inter-American Conven-
tion problem. The concern that my members have is retaliation 
pursuant to the Inter-American Convention. Either bill will solve 
the WTO— 

Senator GRAHAM. By Castro. 
Mr. REINSCH. Yes. 
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Senator GRAHAM. Okay. What is your opinion of the abandon-
ment argument here? 

Mr. LEHMAN. I think that the abandonment issue is virtually ir-
relevant to this, Mr. Chairman. The way I think you should look 
at it is—and I think, by the way, Mr. Reinsch did us a big favor 
by talking about companies. Let’s face it. There are two companies 
involved here. In a sense, this is almost like a litigation that is tak-
ing place before Congress—Bacardi and Pernod-Ricard. And the 
issue here is what is the chain of title for the rights that they as-
sert, and I think it is unquestionable that the chain of title that 
Pernod-Ricard asserts is a defective chain of title because it goes 
back to the confiscation. 

Senator GRAHAM. Well, that was the equitable argument I was 
making, the unclean hands argument, that you cannot assert at a 
later point in time a legal right when you start in motion events 
that were based on illegal activity. I do not know if that is part of 
trademark law, but that is certainly part of equitable law. 

Mr. LEHMAN. We are dealing with a statute that Congress 
passed. 

Senator GRAHAM. Right. 
Mr. LEHMAN. And that statute, as I indicated, was consistent 

with longstanding U.S. policy regarding how intellectual property 
rights should be treated, a policy against confiscation, compulsory 
licensing, et cetera. And so I am sort of mystified at what the prob-
lem is to some degree. That is, the policy was very legitimate. It 
was approved by the WTO. We have a very minor defect in the way 
that was carried out that has been brought to our attention by the 
appellate panel at the WTO. And we have legislation to correct it. 

Senator GRAHAM. Well, with all due respect, what Senator Craig 
is saying, the problem is that many years later under the rule of 
law that exists of how you register and continue a trademark, noth-
ing was done, and the Cuban Government legally—or the Cuban 
entity in question legally under our laws came in and took up the 
trademark. And— 

Mr. LEHMAN. Well, I would respectfully disagree with that asser-
tion, Mr. Chairman. 

Senator GRAHAM. Why? 
Mr. LEHMAN. That went back to the 1976 registration and all of 

the activities that happened at the U.S. PTO. There are really two 
separate issues here. 

There is, one, the question of whether or not the Arechabalas, be-
cause they did not engage in certain filings at the U.S. PTO, aban-
doned their rights to the mark. That is an open question. 

The other is the way in which Pernod-Ricard gets its rights, 
which go originally back to the filings in the U.S. PTO, the original 
filing in 1976 from Cuba Export, an entity of the Cuban Govern-
ment, which, under our law, could not actually exercise the right 
here. 

And the point I want to make very strongly is that the U.S. PTO, 
when it makes these registrations, and even more recently in the 
TTAB decision on the same case, does not really go into those 
issues. It simply is—if this were filed by anybody, does this trade-
mark—does this mark meet the test of trademark-ability? 

Senator GRAHAM. I have got you. 
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Anything else, Senator Craig? Then I will have to go. 
Senator CRAIG. Mr. Chairman, I have to go, too. I guess 2373 

modifies 211, but it keeps the courthouse door locked. So this trial 
that is now underway at this moment in the Judiciary Committee 
cannot go forward. And there are legitimate arguments out there. 
There are opinions. There are, if you will, judgments made by all 
of you. My legislation, S. 2002, unlocks the courthouse door and al-
lows a legitimate legal pursuit of rights to go forward under law. 
I will agree S. 211 is the law of the land today, and you heard Sen-
ator Leahy speak to how it got there. I do not question its illegit-
imacy. I am going to work as hard as I can to defend the right of 
a company in my State when I am told, let me put it this way, half 
of the story. The question is: Is it the whole story and is it the right 
story? I would suggest that we open the courthouse door. 

My legislation does that, Mr. Chairman. 
Senator GRAHAM. Thank you, Senator Craig. 
We will hold open for a week any comments or statements that 

would like to be introduced into the record. And to conclude this 
matter—I am sure we will hear more about it—Mr. Arechabala, I 
am very sorry that your family went through the experience that 
it did. And what I will look at as a Senator is not only the rule 
of law aspects here about whether or not Cuba filed after you aban-
doned and whether or not I think the abandonment claim is appro-
priate, but the equitable nature of what is going on here. I do not 
believe it would be good public policy to have in any scenario a dic-
tatorship at any time, anywhere, anyhow, benefit from stealing 
someone’s property unless the equities would require that result. 

Thank you all. 
[Whereupon, at 3:16 p.m., the Committee was adjourned.] 
[Questions and answers and submissions for the record follow.]
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